
REMARKS 



Applicants concur that this application does not claim priority to U.S. Patent 
Application Serial No. 09/132,71 1 ? now U.S. Pat. No. 6,428,550, and withdraw that claim of 
priority from the preliminary amendment to the specification of September 18, 2000. That 
claim of priority appears to have been a typographical error by Applicants' former counsel. 

35 U.S.C. §102 

MPEP 2131 quotes Verdegaal Brothers v. Union Oil of California , 814 F.2d 628, 631 
(Fed. Cir. 1987) for the legal standard of anticipation: "A claim is anticipated only if each and 
every element as set forth in the claim is found, either expressly or inherently described, in a 
single prior art reference." (emphasis added). 

Claims 38. 43-46. 50-59 

Claim 38 claims a system for deploying a unitary anastomosis device, comprising "a 
holder tube configured to hold the unitary anastomosis device with an attached graft vessel; 
and an expander positioned within the holder tube and slidable with respect to the holder tube 
to a position at which at least part of the expander is positioned within the unitary anastomosis 
device and radially expands the unitary anastomosis device." 

U.S. Pat. No. 6,485,496 to Suyker ("Suyker") does not disclose each and every 
element of claim 38. For example, Suyker does not disclose a holder tube configured to hold 
the unitary anastomosis device with an attached graft vessel. In contrast, Suyker does not 
disclose a holder tube configured to hold a unitary anastomosis device. Rather, Suyker 
discloses a plurality of spaced-apart wedges 32 that hold an anastomosis device 1 (e.g., 
Figures 25, 27; column 6, lines 61-65) and a plurality of spaced-apart arms 51 that hold an 
anastomosis device 1 (e.g., Figures 31-34; column 8, lines 1-5). Neither spaced-apart wedges 
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32 nor spaced-apart arms 51 constitute a tube. Although Suyker discloses placing an 
anastomosis device 1 against the distal end 41 of a housing 40, Suyker does not disclose 
holding the anastomosis device with the distal end 41 of the housing 40, instead merely 
stating that the "distal end surface can serve as an anvil for annular element 1." (Figures 28, 
30; column 7, lines 13-15). Thus, Suyker does not disclose the use of a holder tube or other 
tube to hold an anastomosis device 1 . 

Suyker discloses a sliding element 35, 44, 47 having at least one angled surface, and a 
plurality of engagement elements 32, 42, 51 that are contacted by the sliding element 35, 44, 
47 as it translates and are thereby urged outward to deploy the anastomosis device 1 . (e.g. , 
Figures 25-27; 28-30; 31-34; column 6, lines 54-65; column 7, lines 21-26; column 8, lines 1- 
5 and 17-29). If the sliding element 35, 44, 47 is considered to be analogous to the claimed 
expander, which Applicants do not admit, then Suyker does not disclose a holder tube 
configured to hold an anastomosis device, but rather a plurality of spaced-apart arms or 
wedges that hold an anastomosis device, or a surface used as an anvil for the anastomosis 
device. Alternately, if the engagement elements 32, 42, 51 are considered to be analogous to 
the claimed expander, which Applicants do not admit, then Suyker does not disclose an 
expander that is slidable. Further, if the engagement elements 32, 42, 51 are considered to be 
analogous to the expander, then Suyker does not teach a separate holder tube, and necessarily 
cannot disclose an expander slidable relative to the holder tube. As a result, Suyker does not 
disclose each and every element of claim 38. 

Thus, Suyker does not disclose each and every element claimed in claim 38, and 
Applicants consequently believe claim 38 is in condition for allowance. Claims 43-46 and 
50-59 depend directly or indirectly from independent claim 38. Thus, dependent claims 43-46 
and 50-59 are believed to be in condition for allowance as well under MPEP 608.01 (n)(III). 
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35 U.S.C. S103 



MPEP 706.02(j) states: 

To establish a prima facie case of obviousness, three basic 
criteria must be met. First, there must be some suggestion or 
motivation, either in the references themselves or in the 
knowledge generally available to one of ordinary skill in the 
art, to modify the reference or to combine reference teachings. 
Second, there must be a reasonable expectation of success. 
Finally, the prior art reference (or references when combined) 
must teach or suggest all the claim limitations . The teaching or 
suggestion to make the claimed combination and the 
reasonable expectation of success must both be found in the 
prior art and not based on applicant's disclosure. In re Vaeck, 
947 F.2d 488, 20 U.S.P.Q. 1438 (Fed. Cir. 1991) (emphasis 
added). 

Claims 47, 48 

Claims 47 and 48 each depend from independent claim 38. As discussed above, 
Suyker does not teach or suggest all of the elements of claim 38. Because claims 47 and 48 
depend from claim 38, claims 47 and 48 each include all the elements of claim 38. Thus, 
Bolduc neither teaches nor suggests all of the limitations of claims 47 and 48. Consequently, 
a prima facie case of obviousness has not been established, and Applicants believe that claims 
48 and 49 are in condition for allowance under MPEP 608.0 l(n)(III). 



Claims 60, 64-71 

Amended claim 60 claims "a first member configured to hold the anastomosis device; 
a second member, said first member and said second member slidable relative to one 
another. . .and a handle connected to at least one of said first member and said second 
member, wherein rotation of said handle about an axis causes said first member and said 
second member to translate, and to translate relative to one another." 



-11- 



The Office Action states that "it would have been obvious to one of ordinary skill in 
the art at the time the invention was made to modify the Suyker deployment device as taught 
by Gifford to add threads between the tubes 40 and 37, and between 37 and 44, to advance the 
device with more precision and force." However, claim 60 does not claim threads between 
the expander and the holder tube, nor are such threads disclosed in the specification. Thus, 
whether it may be obvious to add the threads of Gifford to the deployment device of Suyker is 
irrelevant to Claim 60. 

Indeed, Gifford teaches away from using threads between two members that are 
slidable relative to one another, because engagement between the threads of the two members 
prevents the two members from sliding relative to one another. Thus, neither Gifford nor 
Suyker, alone or in combination, teach or suggest all of the limitations of claim 60. 
Applicants believe independent claim 60 is in condition for allowance. Because claims 64-71 
depend from claim 60, Applicants believe that they are in condition for allowance as well 
under MPEP 608.01 (n)(III). 

Claims 72, 76-84 

The analysis performed above with regard to claims 60 and 64-71 applies equally 
here. Applicants believe that independent claim 72 is in condition for allowance. Because 
claims 76-84 depend from claim 72, Applicants believe that they are in condition for 
allowance as well under MPEP 608.0 l(n)(III). 
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REQUEST FOR ALLOWANCE 

Entry of this amendment and allowance of pending claims 38-60, 64-72 and 76-84 are 
respectfully solicited. Please contact the undersigned if thece an* any questions. 

Resn/ectMly submitted, 




Brian A. Schar 

Attorney for Applicants 

Reg. No. 45,076 

Tel. No. (650) 326-5600 xl62 

Chief Patent Counsel 

Cardica, Inc. 
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